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REMARKS/ARGUMENTS 

Claims 1-5 and 7-16 are pending in the application. All claims stand rejected as 
purportedly being obvious over (a) U.S. 4,231,369 (369) in view of U.S. 5,714,445 ('445), (b) 
U.S. 4,367,732 (732) in view of U.S. '445, and (c) WO 99/14282 (*282) in view of U.S. '445. By 
this amendment, Applicant has amended claims 1 and 9, cancelled claims 8, 14, and 16, and 
added new claims 21-23. No new matter has been added. Applicant reserves the right to pursue 
the cancelled claims and/or additional subject matter in a subsequent continuation application. 
Applicant respectfully traverses the rejections. 

The common feature to all three of the obviousness rejections is the Examiner's citation 
of the '445 patent. According to the Examiner, the reference teaches an absorbent article that 
minimizes odor caused by bodily fluids, through the incorporation of cyclodextrin (Office action, 
page 5). The Examiner also states the article disclosed in the '445 patent "further comprises 
perfumes complexed with cyclodextrin to be released when the cyclodextrin absorbs the odorous 
molecules ..." Id. As amended, Applicant's claims 1-5, 7, 9-13, 15, and 21 call for a pressure- 
sensitive adhesive composition in which the cyclodextrin is uncomplexed. Those claims are 
therefore distinguishable over the '445 patent, whether taken singly or in combination with the 
other cited references. 

A careful reading of the ? 445 patent reveals several other differences from the present 
invention. First, the cyclodextrin particles in the '445 patent are generally present in the final 
product on the surfaces of a fibrous support. In the examples, the cyclodextrin is in many cases 
dissolved in water and sprayed onto cellulose fibers or the like. In other embodiments, the 
cyclodextrins are dry mixed, but they are not disclosed as being distributed as a discontinuous 
phase throughout a hydrocolloid adhesive composition. Applicant submits, therefore, that the 
use of cyclodextrins in the '445 patent would not lead a skilled person to suppose that good odor- 
absorbent properties could be obtained using cyclodextrin if it were distributed throughout an 
adhesive composition, rather than being supported on a fibrous surface. 

Second, the cyclodextrins used in the '445 patent are of such a small particle size - less 
than 12nm - that they would not form a discontinuous phase when mixed with the other 
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components of the adhesive composition. The undersigned is informed that Applicant's 
cyclodextrin particles are substantially larger - approximately 60nm - and therefore readily 
distribute as a discontinuous phase throughout the overall adhesive composition.. 

Third, the '445 patent uses inorganic solid odor-absorbents in addition to cyclodextrin, for 
example, zeolites or activated carbon. In contrast, the present invention achieves the desired 
odor absorbency using the cyclodextrin alone, without any need for carbon, zeolites, or the like, 
the use of which would be most undesirable in a wound dressing or ostomy adhesive. Applicant 
calls the Examiner's attention to new claims 22 and 23, with claim 22 being independent. It 
recites: 

A pressure-sensitive adhesive composition comprising a rubbery 
continuous phase with a discontinuous phase distributed therein, 
said discontinuous phase comprising 0.1 to 65 wt %, based on the 
total composition, of a hydrocolloid composition consisting 
essentially of a cyclodextrin and a hydrocolloid other than 
cyclodextrin. 
(Claim 22, emphasis added). 

The phrase "consisting essentially of" has been construed to allow the presence of other 
components and ingredients "that do not materially affect the basic and novel properties of the 
invention." PPG Indus, v. Guardian Indus. Corp., 156 F.3d 1351, 1354, 48 USPQ 2d 1351, 
1353-54 (Fed. Cir. 1998). New claims 22 and 23 call for, respectively, a pressure-sensitive 
adhesive composition and medical or surgical appliances made therewith, with claim 23 
specifying that the composition is suitable for use as a wound dressing or as part of an ostomy 
device. Obviously, patients do not want carbon or zeolites in or around their wounds or stomas. 
New claims 22 and 23 are distinguished over the '445 patent, whether taken alone or in 
combination with any of the other cited references, because the '445 patent discloses the use of 
carbon, zeolites, or other like materials - which would materially affect the basic and novel 
characteristics of the invention. New claims 22 and 23 are allowable. 
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Fourth, insofar as the '445 patent discloses the use of an absorbent gelling material, it 
does not use the preferred hydrocolloids of the present invention, as recited, e.g., in new claim 
21. The '445 patent discloses gelling materials that are summarized at, e.g., claim 8 of the 
reference, namely, hydrolyzed polyacrylate gelling material, hydrolyzed polyacrylate grafted 
starch gelling material, hydrolyzed polyacrylonitrile grafted starch, maleic anhydride-isobutylene 
copolymers, and mixtures thereof. Although there are references in the '445 patent to blending 
the cyclodextrin in an aqueous solution of a high-melting, water-soluble polymer such as 
polyvinyl alcohol or polyvinyl pyrrolidone {see, e.g., column 15, line 25) this is preliminary to 
spraying onto a fibrous support. Compounds such as polyvinyl alcohol and polyvinyl 
pyrrolidone are expensive and swell too much in the presence of water to be of much use in the 
present invention, since they would reduce the integrity of the composition. Applicant's new 
claim 21, which specifies a preferred class of hydrocolloids for the purposes of the present 
invention, is thus distinguishable from the '445 patent. 

Applicant respectfully submits that the preceding remarks demonstrate why the Examiner 
has not presented a prima facie case of obviousness. If the Examiner is still unconvinced, 
however, Applicant urges the Examiner to reconsider the declaration of Dr. Lipman, the 
inventor, which was submitted September 3, 2004 pursuant to 37 CFR § 1.132. A copy is 
enclosed for the Examiner's convenience. To date, the Examiner has not commented on the data 
presented in Exhibit "C" of Dr. Lipman's declaration, which further demonstrates the 
unexpected, superior, odor-absorbing capacity of cyclodextrin when used with a second 
hydrocolloid. Dr. Lipman's declaration, as well as the application as filed, presents objective 
evidence of nonobviousness which, by rule and case law, the Examiner is obliged to consider. 
When that evidence is considered, it is clear that the present invention demonstrates an 
unexpected result sufficient to overcome any prima facie case of obviousness. The synergistic 
combination of cyclodextrin with another hydrocolloid to provide the water needed to activate 
the odor-absorbing properties of the cyclodextrin is entirely new and not obvious from the prior 
art. 
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For the foregoing reasons, Applicant respectfully submits that all claims pending in the 
application, as well as the new claims presented herewith, are patentable over the art. A notice 
of allowance is respectfully requested. 



Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 
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